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DETAILED ACTION 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Applicant's response filed 02/19/08 in reply to the Office action of 1 1/19/07 has 
been entered. Claims 1-12 are amended. 

All previous objections and rejections not set forth below have been withdrawn in 
view of Applicant's amendment to the claims and/or upon further consideration. 

Claims 1-12 are pending and are examined. 

Claim Rejections - 35 USC § 103 

Claims 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sidikou-Seyni et al (Plant Cell Tissue and Organ Culture (1992), vol. 29:83-91)) in view 
of Tan et al (HortScience (1990) 25(11 ):1 396-1 398) and Applicant's admitted prior art 
(Paragraph bridging pages 2 and 3; and page 3, 1 st and 2 nd full paragraph) and further 
in view of Delesalle et al ( US 6,803,497 B1). This rejection is repeated for the 
reasons of record as set forth in the last Office action of 1 1/1 9/07. 

The claims are drawn to a method for obtaining a recombinant Cichorium plant; 
the method comprising cross-breeding a batch of female plants of a variety of the 
Cichorium intybus L species with a batch of male plants of a variety of the Cichorium 
endivia L species and obtaining a F1 generation hybrid plant population; performing a 
self-fertilization of the F1 generation hybrid plants to obtain F2 generation recombinant 
plants; selecting F2 generation recombinant plants, wherein the buds or the roots 
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thereof do not have any visible alterations caused by a viral, bacterial or fungal 
infection; forcing the selected F2 generation recombinant plants for 10 to 18 days under 
the conditions of a nutriment solution temperature from 15°C to 17°C; and room 
temperature from 15 to 17°C to obtain regenerated buds; and pricking out regenerated 
buds on an appropriate culture medium to obtain recombinant young plants. The claims 
are also drawn to said method wherein the recombinant young chicories are selected 
according to the phenotypes listed in claim 2; said method further comprising self- 
fertilizing F2 recombining plants to obtain F3 generation recombining plants through 
cultivating in the ground; forcing F3 generation for 10 to 18 days under nutrient solution 
and room temperature of 15°C to 17°C to obtain F4 generation recombinant young 
plants. The claims are further drawn a recombinant plant produced by said methods, 
wherein the plant has specified phenotypes. 

Sidikou-Seyni et al teach a method of producing Cichorium F1 hybrids 
designated as chicory "474" by crossing Cichorium intybus with Cichorium endivia and 
methods of regenerating somatic embryos and adult plants by culturing mesophyll 
protoplasts of the embryogenic clone chicory "474" in culture medium under specified 
growing conditions. Sidikou-Seyni et al also teach F1 hybrid plants that are 
phenotypically normal and fertile (see plant regeneration methods on page 89 and 
discussion on page 90). Because F1 hybrid plants are phenotypically normal, one 
skilled in the art would not expect to see any visible alterations caused by a viral, 
bacterial or fungal infection. 
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Sidikou-Seyni et al teach do not teach the steps of selfing F1 hybrids to produce 
F2 hybrids and forcing the plants under the specified and room temperature. 

Tan et al teach a method for improving marketable yield and quality of 
hydroponically forced chicory using roots (see Table 1 ; Figures 3 and 5); the forcing 
solution consisted of calcium nitrate, magnesium sulfate and potassium nitrate (see 
paragraph bridging pages 1396 and 1397). The method produced significantly shorter, 
stockier chicons with increased density and improved yield and with higher marketable 
yield ratio. The cited reference also talks about the existence of traditional methods for 
forcing chicory by covering roots with soil based medium, and conventional to produce 
chicons that are tighter, denser, and high quality (see the whole document). 

Sidikou-Seyni et al in view of Tan et al do not explicitly teach F2 generation 
plants and male sterile hybrid plants. 

Applicant's admitted prior art teach that production of F2 generation chicory was 
known before Applicant's invention. At the paragraph bridging pages 2 and 3 of the 
specification, it states "inter-specific hybrids of F1 generation between Cichorium 
intybus L and Cichorium endivia L have already been described in the prior art. One can 
more particularly note the hybridization implemented in 1953 by Charles RICK (1953, 
Proceedings of the American Society for Horticultural Science, vol. 61 : 459-466), who 
has described hybridization events on a field between both these two species. RICK 
also describes obtaining F2 generation plants produced through self-fertilization of F 1 
generation plants on a field." 
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Delesalle et al ( US 6,803,497 B1) teach a method of producing recombinant 
chicory plants using Cichorium intybus and Cichorium endivia to produce male sterile 
F1 hybrid chicory plant species (see claims 9 and 10). Delesalle et al also teach 
culturing and regenerating recombinant chicory plants and also teach the importance of 
chicory plants in Agricultural food industry (see the whole document). 

Therefore, it would have been obvious to one of ordinary skill in the art to use the 
method of producing Cichorium hybrids by crossing Cichorium intybus and Cichorium 
endivia as taught Sidikou-Seyni et al, and to modify that method by incorporating the 
forcing technique taught by Tan et al to improve the marketable qualities of chicons and 
the generation of F2 hybrids by selfing the F1 as taught by Applicant's admitted prior art 
with a reasonable expectation of success. One would have been motivated to produce 
recombinant chicory hybrids given that Chicory is an important economic plant for its as 
a vegetable and as an industrial raw material in agricultural food industry as taught by 
Delesalle et al. One of ordinary skill in the art would also have been motivated to 
produce F2 hybrid chicory and subsequenct generation plants by selfing as taught in 
Applicant's admitted prior art, given that the agronomic performance of F1 and further 
generation plants are superior to both parents, typically in vigour, yield, and uniformity 
as known to one of ordinary skill in the art. Depending upon the specific cultivar 
employed and the culture conditions used recombinant chicory hybrids having a 
desired phenotypes including those listed in claims 2 and 8-1 1 can be produced with a 
reasonable expectation of success as taught by each of Tan et al and Sidikou-Seyni et 
al. See also Van Stallen et al (Plant Cell, Tissue and Organ Culture (1999) 55:125-131) 
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which state "more and more hydroponic forcing in temperature-controlled rooms is 
used.... With both modern and traditional forcing, the yield of good quality chicons 
remains largely influenced by the physiological condition of the roots at the start of 
forcing"). Therefore, the invention as whole was a prima facie obvious. 

Response to Arguments 
Applicant's arguments filed 02/19/08 have been considered but are not deemed 
persuasive. 

Applicants' arguments are basically the following: that Delesalle et al do not 
teach recombinant plants produced by crossing Cichorium intybus and Cichorium 
endivia and that the plant material and method used by Delesalle are different from the 
method and material used in the claimed invention (response, pp. 11-12). 

These are not found persuasive because in this rejection Delesalle et al is relied 
upon because it provides the motivation to use Cichorium intybus and Cichorium 
endivia as the starting material for the production of recombinant male sterile chicory 
plants. Claims 8 and 9 of the patent teach a method of crossing the recombinant chicory 
plant having CMS with another chicory plant, and thus suggesting crossing the 
recombinant male sterile chicory plants (produced from Cichorium intybus or Cichorium 
endivia with the helianthus gene) with another chicory plant (Cichorium intybus or 
Cichorium endivia). In addition, since the rejection is one of obviousness and not one of 
anticipation, Delesalle et al need not teach all claim limitations. 
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Applicant argues that the plant disclosed by Sidikou-Seyni et al are not 
recombinant plants and that the further plants obtained are still F1 hybrid plants and not 
F2 as required by the instant claims (response, p. 13). 

This is not found persuasive because Sidikou-Seyni et al teach a method of 
producing F1 hybrid plants by crossing Cichorium intybus and Cichorium endivia. These 
are recombinant plants because they are produced by crossing two different plant 
species, as also it is in Applicant's claimed invention. Since the rejection is one of 
obviousness and not one of anticipation, Sidikou-Seyni et al need not teach F2 
generation plants. Applicant's admitted prior art teaches F1 generation hybrid plants 
produced by Cichorium intybus L with Cichorium endivia and F2 generation plants 
produced through self-fertilization of F 1 generation plants have already been described 
in the prior art. One of ordinary skill in the art can produce further generation plants by 
selfing F2 to produce F3 plants; and selfing F3 to produce F4 plants. 

See KSR International Co. v. Teleflex Inc. (KSR), 550 U.S. , 82 USPQ2d 

1385 (2007) where it states "[w]hen a work is available in one field of endeavor, design 
incentives and other market forces can prompt variations of it, either in the same field or 
a different one. If a person of ordinary skill can implement a predictable variation, § 103 
likely bars its patentability. For the same reason, if a technique has been used to 
improve one device, and a person of ordinary skill in the art would recognize that it 
would improve similar devices in the same way, using the technique is obvious unless 

its actual application is beyond his or her skill. Id. at , 82 USPQ2d at 1 396." The 

court also states "[t]he obviousness analysis cannot be confined by . . . overemphasis 
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on the importance of published articles and the explicit content of issued patents 

In many fields it may be that there is little discussion of obvious techniques or 
combinations, and it often may be the case that market demand, rather than scientific 

literature, will drive design trends." KSR , 550 U.S. at , 82 USPQ2d at 1396. 

The MPEP 2141 , section III states "[p]rior art is not limited just to the references 
being applied, but includes the understanding of one of ordinary skill in the art. The prior 
art reference (or references when combined) need not teach or suggest all the claim 
limitations, however, Office personnel must explain why the difference(s) between the 
prior art and the claimed invention would have been obvious to one of ordinary skill in 
the art. The "mere existence of differences between the prior art and an invention does 
not establish the invention's nonobviousness." Dann v. Johnston, 425 U.S. 219, 230, 
189 USPQ257, 261 (1976). 

Remarks 

No claim is allowed. 

Contact information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Medina A. Ibrahim whose telephone number is 
(571)272-0797. The examiner can normally be reached on M-TH 8:00 am to 5:30 PM, 
and every other Friday from 8:00 AM to 5:00PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached on 571-272-0975. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

MAI /Medina A Ibrahim/ 
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